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DATE MAILED: 


03/03/90 


S^is application has been examined ^Responsive to oommuntcation fited on ("^/^ Q^fhlTc 
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action Is made final. 


A shortened statutory period for response to this action is set to expire _ 


. month (s), , 


Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 
Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF TH» ACTION: 


TSajrS'from the date of this letter. 


1. Q Notice of References Cited by Examiner, PT0892. 

3. Q Noticeof Art Cited by Applicant. PTO-1 449. 

5. n Infonmaiion on How to Effect Drawing Changes, PTO-1 474. 

Part 11 SUMMARY OF ACTION 

1. gfciaims 1^ /9 


2. n Notice re Patent Drawing, PTO-948. 

Notieo of Intemial Patent Applkatfon, Form PTO-152 

6. □ ; . 


. are pending In the application. 


Of the above, claims 


2. n Claims 

3. Q Claims 

4. H^aims 

Claims 
6. □ Claims. 


_ are withdrawn from consideration. 

have been cancelled. 

are allowed. 

are rejected. 

are objected to. 


. are subject to restriction or election requirement. 


application has been filed with informal drawings under 37 C. F.R. 1 .85 which are acceptable for examination purposes. 

8. n Formal drawings are required In response to this Office action. 

9. □ The connoted or substitute drawings have been received on Under 37 C.F.R. 1.84 these drawings 

are □ acceptable; □ not acceptable (see explanatton or Notice re Patent Drawing, PTO-948). 

10. □ The proposed additional or substitute sheet(s) of drawings, filed on . has (have) been □ approved by the 

examiner; □ disapproved by the examiner (see explanation). 


, has been □ approved; □ disapproved (see explanation). 


11. □ The proposed drawing correction, filed 

12. S^nowledgement is made of the claim for priority under U.S.C. 119. The certified copy has □ been received B^been received 

□ been filed in parent application, serial no. ; filed on 

13. □ Since this application apppears to be in condtion for allowance except for formal matters, prosecution as to the merits is closed in 

accordance with the practice under Ex parte Quayle, 1935 CD. 11 ; 453 O.G. 213. 

14. □ Other 


PTOL-326 (Rsv.949) 


EXAMINER'S ACTION 


.i 

Serial No. 931492 -2- 
i^rt Unit 184 

The rejections of the claims under 35 USC 112 first 
and second paragraphs have been withdrawn , in view of 
Applicants' amendment filed 18 December 1989, as well as 
Applicants' arguments in the amendment regarding the 
intermediate nature of the vector of claim 10. 

The text of those sections of Title 35 U. S. Code 
not included in this action can be found in a prior 
Office action. 

Claims 1-15 remain rejected under 35 U.S.C. 103 as 
being unpatentable over Anderson taken with Guilley et 
al.,. stated in the last office action. 

Claims 16-18 remain rejected under 35 U.S.C. 103 as 
being unpatentable over Anderson taken with Guilley et 
al. as applied to claims 1-15 are above, and further in view 
of Zambryski et al., as stated in the last office 
act ion. 

Applicant's arguments filed 18 December 1989, inso- 
far as they pertain to the rejections above, have been 
fully considered but they are not deemed to be per- 
suasi ve . 

Applicants urge that rejection of the claims under 
35 USC 103 is improper, given the unpredictability 
inherent in the function of heterologous viral promoters 
and the lack of teaching by any of the cited references 
of chimeric genes comprising an isolated Ca MV promoter. 
With respect to the unpredictability inherent in viral 
promoter function, the Examiner note; that the viruses 
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cited by Applicants which require trans-acting proteins 
encoded by other portions of the viral genome for effi- 
cient promoter function do not appear to be closely 
related to CaMV. Furthermore, the Examiner maintains 
that Anderson doe^ teach successful promoter function of 
the thymidine Kinase promoter in plant cells (see, e.g., 
column 6, lines 14-28, where recovery of kanamycin- 
resistant plant cells indicated the expression of the 
heterologous gene under the control of the viral 
promoter). In addition, Guilley et al. demonstrates 
successful function of the CaMV 35 S and 19 S promoters 
when small fragments of the CaMV genome are used (see, 
e.g., page 769, column 2; page 770). It is noted that 
only a reasonable expectation of success, rather than 
absolute predictability, is required for determinations 
of obviousness, as taught in In re O 'Farrell , 7 USPQ 2d 
1673,1681 (Fed. Cir. 1988). 

With respect to the lack of suggestion to utilize 
isolated CaMV promoters for heterologous gene expression 
in plants, the Examiner maintains that one of ordinary 
skill in the art would try the CaMV promoters and reaso- 
nably expect success, given the teaching of heterologous 
gene expression in plants under the control of a viral 
promoter by Anderson, the teaching of the strength of 
the CaMV promoters by Guilley et al., and the teaching 
of heterologous gene expression in plants regenerated 
from cells transformed with a disarmed vector by 
Zambryski et al. 
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No claim is allowed, 

THIS ACTION IS MADE FINAL. Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 
1.136(a). The practice of automatically extending the 
shortened statutory period an additional month upon the 
filing of a timely first response to a final rejection 
has been discontinued by the Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS 
FINAL ACTION IS SET TO EXPIRE THREE (3) MONTHS FROM THE 
DATE OF THIS ACTION. IN THE EVENT A FIRST. RESPONSE IS 
FILED WITHIN TWO (2) MONTHS OF THE MAILING DATE OF THIS 
FINAL ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL 
AFTER THE END OF THE THREE (3) MONTH SHORTENED STATUTORY 
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY 
EXTENSION FEE PURSUANT TO 37 CFR 1.136(a) WILL BE 
CALCULATED FROM THE MAILING DATE OF THE ADVISORY ACTION. 
IN NO EVENT WILL THE STATUTORY PERIOD FOR RESPONSE 
EXPIRE LATER THAN SIX (6) MONTHS FROM THE DATE OF THIS 
FINAL ACTION. 

Any inquiry concerning this communication should be 
directed to David Fox at telephone number 703-557-7415. 


Fox/sg 
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SUPERVISORY PATENT EXAMINER 
GROUP ART UNIT -124 — , 


2/6/<dO 



